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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPjF^ 3 MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION. * - ' ' 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication, 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirly (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) K Responsive to communication(s) filed on 12 April 2004 , 

2a)IE This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for fonmal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. Y1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-67 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration, 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1-67 is/are rejected. 

Claim(s) is/are objected to. 

8) \3 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. -.. . . 

10)13 The drawing(s) filed on 10 November 2000 is/are: a)n accepted or b)13 objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance; See 37 CFR'1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

II) 0 The oath or declaration is objected to by the Ekamirier Note the M Office" Action orfonm Pt6-152. 

Priority under 35 U.S.C, § 119 . . ^ u . . -u. -..i-. 

1 2)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

l O Certified copies of the priority documents have been received. ^ • . ; , , . ; . , 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for ajjst of the^certified copies 
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Application/Control Number: 09/709, 1 62 Page 2 

An Unit: 3737 

DETAILED ACTION 

Response to Arguments " r " 

Applicant's arguments filed on 4/12/2004 have been fully considered but they are not 
persuasive. The Applicant seems to argue that Boppart et al.'413 do not teach the dispersive 
element through which energy is transmitted or a focusing element for scanning with 
wavelengths at different spots or an optical head capable or rotatable or translational movement. 
The Examiner respectfully disagrees, Boppart et al.'413 clearly teaches the dispersive element 
which is the transmission fibers (see col. 1 1, lines 4-7) through which energy is transmitted and 
focusing optical elements such as a lens for scanning with wavelengths at different spots (col. 1.1, 
lines 8-10) and an optical head capable of rotatable or translational movement (col. 1 1, lines 10- 
12 and see for example figures 4a-b and respective disclosure in col. 11, line 38-coL 12, line 7). 
With respect to the double patenting rejection, again the Examiner disagrees because claim 1, of 
the patented claim 1 essentially claims a source, an interferometer and a detector similarly the 
current claim 1 which claims a source, a dispersive element with focusing capability on 
impringement spots which is another way of saying an interferometer and a detector Therefore, 
all rejections are maintained and made final. 

1. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under.37 CFR 1. 56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 

Cairn ne:ccti(jn:: - 3S USC § 10 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Drawings 

2. The drawings are objected to because the boxed elements in Figure 1 are not labeled as to 
the elements they represent. A proposed drawing correction or corrected drawings are required 
in reply to the Office action to avoid abandonment of the application.; .The objection to the 
drawings will not be held in abeyance. 

Double Patenting 

3 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 19.69). . : 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). * _ ' l . 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fiilly comply with 37 - 
CFR 3.73(b). 

4. Claims 1-67 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-16 of U.S. Patent No. 6,134,003. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because they 
represent alternate variations and groupings. 

The patented claim 1 essentially claims a source, an interferometer and a detector 
similarly, the current claim 1 claims a source, a dispersive element with focusing capability on 
impringement spots, which is another way of saying an interferometer and a detector. 
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Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. - 

6. Claims 1-67 are rejected under 35 U.S.C. 103(a) as being unpatentable over Boppart et 
al.'413. 

Boppart et al.'413 teach all the features of the instant invention including a high 
resolution imaging apparatus having a single or multiple optical fiber system being disposed into 
a catheter and having lens capable of focusing energy and having detection fibers providing 
interferometric spectroscopic information (see col. 2, lines 30-67; col. 3, lines 1-27; and see col. 
5, lines 3-67; cols. 6-7; and col. 8, lines 1-18). Various modifications such as type of procedures 
and types of catheters utilizing the optical imaging system are well known modifications to 
skilled artisans, further more Boppart et al.'413 teaches adaptations of the optical imaging 
system in a variety of therapeutic surgical instruments as illustrated in Figures 25a-27. 

Boppart et al.'413 teaches the dispersive element which is the transmission fibers (see 
col. 1 1, lines 4-7) through which energy is transmitted and focusing optical elements such as a 
lens for scanning with wavelengths at different spots (col. 11, Hnes 8-10) and an optical head 
capable or rotatable or translational movement (col. 1 1, lines 10-12 and see for example figures 
4a-b and respective disclosure in col. 1 1, line 38-col. 12, line 7). j . . 
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Conclusion-^ - ..^ . . ^ 

7. THIS ACTION IS MADE FINAL. -Applicant is 'reminded of the extensidri of time ' 
policy as set forth in 37 CFR L136(a). 

A shortened statutory period for reply to this final action is set. to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date .of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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8. Any inquiry concerning this comnnunication or earlier communications frpm-the 

;une 2CU4- the Uiiuer Siaic^ /aiciu aiiu i - 
examiner should be directed to Eleni Mantis Mefcader wh^ose telephone niimBef is ^703' 308- - ' ■ 

0899. The examiner can normally be reached on Mon. - Fri., 8:00 a.m.-6:30 p:m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Sykes can be reached on (703) 308-5 181. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306, 

Information regarding the status of an application may be obtained from the Patent 
Application Inforniation Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Eleni Mantis Mercader 
Primary Examiner- - 
Art Unit 3737 



EMM 



TJSPTO TO PROVIDE ELECTRONIC ACCESS TO C'TED 
PATENT REFERENCES WITH Of FICE ACTIONS AND CEASE 

SUPPtYING PAPER COPIES 

,„ suppon of i.s 2,» Cen,u,y S.a>e„c Plan goal 'XI^P-^^.^i;; be^^ 

June 2004. .he Unued Slates Paten. e-pabili., .f .he 

in of its E-Paten. Reference program and ^.^Vt Offiee actions via .he E-Pa.em 

0.S pa.e„.s and ^^^P^^'^fp ^ <f-"" ^^^'^ .f 

Reference feature of the Oflice y/*^"\^PP' ^ . annlication publications with 
cease mailing paper copies of P^**"^^;"^^/^^^ lleed S except for citations made 
Office actions (in applications and dunng /^^^"^'"^^^^^^^^^^ Treaiv 
during the international stage . , , obtain a di.ua. 

(PCT). In order to use the new E-Patent f f^^^"^^^ trom the Ullke: and (3) 

certificate and software from the O^^'^ .^^ ^^^^^^^ AUemativelv. copies of all I .S. 

properly associate patent ^PP'^-^^^'i^;*^;;,™ certin^ate from the 

by t^e USPTO for international applications during the mtemafonal stage. 



Schedule 



, ^(^. TCs 1600. 1700, 2800 and 2900 

01^2004 TCs 3600 and 3700 

August 2004 TCs 2100 and 2600 



11 natents and U S patent application publications are available on the I SPTO web site, 
publicationsh^^b^ne^^^^^ 

Reference and Private PAIR require Pa^^'P^^^^^^^ PP encouraged to contact the Patent 
software and a digital certificate, all ^PPl'^^"^^^^^ joTrcZl to use this svstem bv June 1 . 2004. 
Electronic Business Center to acquire '^'^ ^'"^' J;^^^^^^^^ (,oll-free). 763-305-3028 or 

contact the Patem EBC as soon as possible by phone 866-217 VIV Uon 
703-308-6845 or electronically via the Internet at ebcl^uspto^- 

rp&Trate«i:i^s«^^— 

provide U.S. patems and patem application publications. 

M , . 1 KPTO TO PROVIDE ELECTRONIC ACCESS TO CITED 

Z7;^^Si:^^^^^^^^<^^^^' s.PP,.v,NO PAPER COP,r.s, „„ n,. 



USPTO web siie. 



